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The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-five years of existence the Association has been accumulating compre- 
hensive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This make: 
the Association’s services of exceptional value to members. 
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RECENT BRITISH DECISIONS 


PART I 


RECENT BRITISH DECISIONS IN TRADE-MARK AND UNFAIR 
COMPETITION CASES 


By Paul Abel* 


A 
Trade-Mark Cases 


The cases referred to under this heading deal mainly with the following three 
questions : Conflicting word trade-marks; construction of the expression “goods of 
the same description’’; and legal position in the case of non-use of trade-marks. 


I. The Honyol v. Honomol case.’ 


The facts in this case were as follows: The Crimony Co., Ltd. (hereinafter 
referred to as “Crimony’’) are proprietors of the word trade-mark ‘“Honyol” 
registered in respect of ‘Substances used as food or as ingredients in food” as of the 
date of September 23, 1908, Ernest Marshall, trading as Copper Kettle Preserves, 
applied for registration of the word trade-mark “Honomol” in respect of “Semi- 
liquid food preparations of honey and malt.” This application was opposed by 
Crimony. Marshall applied for rectification of the Register and asked that Crimony’s 
registration should be limited to “Edible fat emulsions.” It was admitted by Crimony 
that they had used their trade-mark only in respect of edible fat emulsions, but it was 
contended by them that but for the outbreak of war they would have used it upon 
gingerbreads, also. 


The Comptroller-General of the British Patent Office (Dr. Lindley) considered 
first Marshall’s application for rectification of the Register and then Crimony’s 
opposition. In the first matter, he decided that Crimony’s registration “Honyol”’ 
should be restricted to “Edible fat emulsions, gingerbreads and preparations for use 
in the manufacture of bread and confectionery,” giving the following reasons: 


Having regard to Section 26 (1) of the Trade-Marks Act* Crimony are entitled to 
retain their registration not only for edible fat emulsions, in relation to which use has been 


* Doctor Laws (Vienna), Consultant on International Law, London. See previous reports by 
this author in 33 T.-M. Rep., pp. 29 and 107. 

1. 60 R. P. C. 147 (June 4, 1943). 

2. Section 26 (1) and (3) reads as follows: Section 26 (1) : “Subject to the provisions of the 
next succeeding section, a registered trade-mark may be taken off the register in respect of any 
of the goods in respect of which it is registered on application by any person aggrieved to the Court 
or, at the option of the applicant and subject to the provisions of section fifty-four of this Act, to 
the Registrar, on the ground either 

Ofer 

(b) That up to the date of one month before the date of the application a continuous period 
of five years or longer elapsed during which there was no bona fide use thereof in relation to 
those goods by any proprietor thereof for the time being ....” 

Section 26 (3) : “An applicant shall not be entitled to rely for the purpose of paragraph (b) of 
subsection (1) .... of this section on any non-use of a trade-mark that is shown to have been 
due to special circumstances in the trade and not to any intention not to use the trade-mark in 
relation to the goods to which the application relates.” 
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proved but also for goods of the same description as edible fat emulsions. On the evidence 
I must take it that, but for the outbreak of war and the resulting controls, Crimony would 
have used their mark upon gingerbreads at some time since the outbreak of war, and that 
its non-use on those goods has been due to special circumstances in the trade and not to 
any intention, apart from such circumstances, not to use the mark in relation to such 
goods. In that case, Marshall can not rely upon non-use during that period on ginger- 
breads, and gingerbreads must accordingly remain in Crimony’s registration. It is not 
necessary to show that the special circumstances persisted throughout the whole of the 
five-year period. .. . It seems to me that all the goods that Crimony can properly claim 
to be entitled to retain in their registration are gingerbreads, edible fat emulsions and goods 
of the same description as gingerbreads and edible fat emulsions. The use of the expression 
“goods of the same description” in a specification of goods, however, tends to make the 
scope of the specification obscure. I have limited it to “Edible fat emulsions, gingerbreads 
and preparations for use in the manufacture of bread and confectionery.” 


The Comptroller-General then turned to Marshall’s application ‘“‘Honomol” and 
decided to refuse it. 

“There are,” he said, “two matters for consideration under Sections 12 (1)°, 
namely : 

(a) Whether the goods in respect of. which Marshall’s application is made, 
are the same or of the same description as any of the goods in respect of which 
Crimony’s registration will stand after it has been restricted in the way I have decided 
upon above, 

(b) Whether the two names “Honomol” and “Honyol” are so similar to one 
another that, if they were used as trade-marks in relation to similar goods, they 
would be likely to deceive or cause deception. 

With regard to the goods, I ought to consider whether Marshall’s “Semi-liquid 
food preparations of honey and malt” are included among Crimony’s “Edible fat 
emulsions.” There is a good deal of learning as to the consideration to be taken 
into account in determining whether certain goods are or are not of the same 
description as other goods for trade-mark purposes. . . . It seems to me clear that 
Marshall’s ‘“Semi-liquid food preparations of honey and malt” are goods of the 
same description as Crimony’s “edible fat emulsions” or some of them. Both sub- 
stances contain or may contain honey and both are or may be used by bakers and 
confectioners in making bread and confectionery. They would thus be purchased 
by and used by the same class of persons, and no doubt they are, or in the future 
might be, distributed through similar trading channels. In these circumstances, 


3. Section 12 (1) of the Trade-Marks Act, 1938, reads: “Subject to the provisions of sub- 
section (2) of this section, no trade-mark shall be registered in respect of any goods or description 
of goods that is identical with a trade-mark belonging to a different proprietor and already on 
the register in respect of the same goods or description of goods, or that so nearly resembles such 
a trade-mark as to be likely to deceive or cause confusion.” 

Section 12 (2) reads: “In case of honest concurrent use, or of other special circumstances 
which in the opinion of the Court or the Registrar make it proper so to do, the Court or the 
Registrar may permit the registration of trade-marks that are identical or nearly resemble each 
other in respect of the same goods cr description of goods by more than one proprietor subject 
to such conditions and limitations, if any, as the Court or the Registrar, as the case may be, 
may think it right to impose.” 
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Marshall’s goods are included in the goods for which Crimony are entitled to retain 
their registration.’”* 

Considering the question of similarity of the marks the Comptroller-General 
argued: “I must not consider the marks only when they are placed side by side, 
but I must have regard to the position of a person who might at one time see or hear 
of one of the marks and later, possibly with an imperfect recollection of that mark, 
come across the other mark. .. . I must have regard both to the appearance and to 
the sounds of the words, to the class of persons by whom the relevant goods would 
be likely to be purchased and used, and to all the surrounding circumstances. Tak- 
ing all these considerations into account, it seems to me that the marks are so close 
as to bring Marshall’s application within the prohibition of Section 12(1). Both 
words are invented words and, therefore, more difficult to retain clearly in the 
memory, each consists of three syllables commencing with the syllable “hon” and 
finish with the syllable “ol,” and I think that, both to the ear and in the mind, 
confusion and deception might well be caused if those words were used in the same 
markets for the goods in question.” 

The Comptroller-General then turned to the argument put forward on behalf 
of Marshall that there stood upon the Register in respect of various foodstuffs 
some 27 trade-marks, each commencing with the syllable “hon,” but he rejected 
this argument because there was no evidence that any one of these 27 marks was 
in use in this country. The Comptroller-General rejected also the contention that 
the principle of the relevance of used trade-marks only was set aside by the Judicial 
Committee of the Privy Council in the case of the Coca-Cola Co. of Canada v. 
Pepsi-Cola Co. of Canada® and pointed out that the circumstances in the present 
case were substantially different from those which their Lordships were dealing 
with in the Coca-Cola v. Pepsi Cola case. 

Thus, the Comptroller-General arrived at the conclusion that the word 
“Honomol” falls within the prohibition of Section 12(1), but that Crimony should 
succeed also in their objection to Marshall’s application under Section 11,° because 
confusion might well arise among persons who knew more or less definitely of 
Crimony’s mark as used on edible fat emulsions if they subsequently saw “Honomol” 
upon semi-liquid preparations of honey and malt. 


Il. The Supervita v. Supavite case.’ 


The following facts were established in this case: 
John Taylor Peddie is the present proprietor of the word trade-mark “Supervite”’ 
registered under No. 571845 in respect of “Milk products for food,” under the date 


4. Compare as to the “confusion test” developed in a series of leading U. S. cases with regard 
to the word “same descriptive properties” which appear in the U. S. Act of 1905, Derenberg, 
“Trade-Marks ante Portas,” 33 T.-M. Rep. 141 and seg. We would refer, moreover, to the 
decision reported in 33 T.-M. Rep. 557 (Part II) concerning “carpet sweepers” and “rugs and 
carpets.” 

5. 32 T.-M. Rep. 313, particularly 316; see also 32 ibid. 39 and 33 ibid. 535. 

6. Section 11 reads: “It shall not be lawful to register as a trade-mark or part of a trade- 
mark any matter the use of which would, by reason of its being likely to deceive or cause con- 
fusion or otherwise, be disentitled to protection in a court of justice, or would be contrary to law 
or morality, or any scandalous design.” 

7. 61 R. P. C. 31 (September 18, 1943). 
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of September 25, 1936. This mark had been used by Peddie’s predecessors in title 
in relation to a health food consisting in the main of whey powder as a by-product 
in the manufacture of cheese, but had not been in use since the middle of 1941. 

The Angier Chemical Co., Ltd. (hereinafter referred to as “Angier’’) are 
proprietors of a word trade-mark No. 607174 “Supavite” registered in respect of 
“Medicated vitamin preparations in tablet form for human use,” and of a label 
containing the word “Supavite” (twice) as its most prominent feature, further the 
name ‘“‘Angier’s” in script style and subordinate matter of a descriptive nature, 
registered under No. 618418 in respect of ‘Medicated vitamin preparations in cap- 
sule form for human use.” The first mark was registered on June 3, 1939, the 
second on April 8, 1942. 

Two applications were filed by Peddie for registration of the word ‘“‘Supervita” 
in respect of “Cereal preparations for food,’ numbered 614713 and in respect of 
“Vegetable juices for use as beverages or for making beverages, and fruit juices,” 
numbered 618714. These applications were opposed by Angier and Peddie applied 
for the removal of the two marks registered by Angier—the word mark “‘Supavite” 
and the above described label—from the Register. 

Considering first Peddie’s application for the removal of the word mark 
“Supavite” No. 607174 the Comptroller-General declared 

(a) That each of the specifications of goods include goods of a strengthen- 
ing or curative character which are or may be sold in chemists’ shops to the 
same customers or the same class of customers. ‘‘Each registration,” the Comp- 
troller-General argued, “includes goods of a proprietary kind which would be sold 
by reference to the trade-mark in small containers or packets. Such goods are 
properly to be considered to be goods of the same description.” 

(b) As to the comparison of the two marks “Supervita” and “Supavite” the 
Comptroller-General stated the leading principles in a similar way as in the above 
Honyol v. Honomol case and arrived at the conclusion that the mark resembled so 
nearly the other as to be likely to deceive or cause confusion when in use. The 
registration of Angier’s mark “Supavite’ was at the time when registration was 
applied for (June 3, 1939) prohibited by Section 12 (1), unless the application 
could have been brought within the province of Section 12 (2). The Comp- 
troller showed that there was no evidence of any use before June 3, 1939, of 
Angier’s mark “Supavite” in relation to any goods here in question, and there was 
no evidence of the existence at that date of any special circumstances sufficient 
to give Angier the advantage of Section 12 (2). The Comptroller-General added 
in view of some arguing by Angier’s Counsel that “in general an applicant for recti- 
fication who has shown that the mark attacked was wrongly placed upon the 
Register was entitled to have it removed notwithstanding subsequent happenings.” 

It was, therefore, ruled that the word mark “Supavite’ was to be removed 
from the Register. 

The fate of the second mark registered for Angier—the label mark No. 618418— 
was a different one thanks to the fact that it was obtained at a later date, viz., 


8. See the wording in note (3) above. 
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April 8, 1942; because by the latter date Angier had had considerable use of their 
mark. Under Section 12 (2) Angier had to show that their wse of the mark 
before the date of its registration was an honest one. The Comptroller found that 
Angier had succeeded in proving honest use in spite of their knowledge of the 
existence of Peddie’s mark “‘Supervita.” “It is true,” he said, “that I have come 
to the conclusion after careful consideration that confusion and deception is likely 
to be caused by the use of the two words “Supervita” and ‘“‘Supavite” in relation 
to the goods respectively concerned. But Angier may honestly have thought other- 
wise, having regard to the difference in the goods. Weighing all these matters up, 
having regard to the degree of possible deception to the public, to the extent of 
the good-will of Angier which would be injured if I took the mark off the Register, 
and to the good-will still attaching to Peddie’s mark which would be affected if I 
left it on, I have come to the conclusion that the claims of Angier, in view of the 
considerable good-will which they have built up, outweigh those of Peddie and the 
risk of confusion to the purchasing public.” 

Consequently it was ordered that Angier’s mark No. 618418 had to remain on 
the Register. 

Turning finally to Peddie’s two applications the Comptroller-General ruled that 
the application No. 614713 should proceed because “Cereal preparations for food” 
were deemed not to be goods of the same description as “Medicated vitamin prepa- 
rations in capsule form for human use”’; the application No. 618714, however, was 
refused because it was held that the specification of this mark (quoted above) in- 
cluded goods of the same description as Angier’s label mark which had to remain 
on the Register; it was pointed out by the Comptroller-General that the goods con- 
cerned might be sold under their trade-mark to and by the same class of people, 
that both substances might be in liquid form and fruit and vegetable juices were, 
and were known to be, sources of vitamin-goods of the same description. 


B 
Unfair Competition Cases (Passing Off, Etc.) 


I. The Office Cleaning Case. 


This case concerned the interesting question as to the protection of a business 
name of a descriptive nature and as to the scope of such protection. The plaintiffs, 
Office Cleaning Services, Ltd., had used this name in connection with their busi- 
ness of cleaning offices since the incorporation of the company in 1930. 

The defendants, Westminster Window & General Cleaners, Ltd., had traded 
since their incorporation in 1931 under the style “Westminster Cleaning Associa- 
tion.” The word “Westminster” had appeared until 1942 in all their advertise- 
ments. In 1942 advertisements appeared in the press being in the following terms: 
“Office Cleaning Association. Can supply registered cleaners and materials for the 
daily cleaning of offices and factories. Phone for free estimate.””’ The word “West- 


9. 61 R. P. C. 21 (October 27, 1943). 
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minster” did not appear in these advertisements, nor did the address of the 
defendants. 

The plaintiffs claimed against the defendants an injunction restraining them 
from using the trading style “Office Cleaning Association” or any other style so 
closely resembling the name of the plaintiffs as to be calculated to lead to the 
defendants’ said business being confused with the plaintiffs’ business, and generally 
from passing-off or attempting to pass-off the. defendants’ said business for the 
plaintiffs’ business. 

Mr. Justice Morton (Chancery Division of the High Court of Justice, London) 
after reviewing the authorities said : 


I think it is the law, that nobody has the right to represent his business as that of some- 
body else. How far the use of particular words comes up to this proposition must always 
be a question of evidence and the more simple the phraseology, the more like it is a mere 
description of the business concerned, the greater becomes the difficulty of proof, but if the 
proof establishes the fact the legal consequences appear to follow If the defendants 
had continued to use the name “Westminster Office Cleaning Association,” although that 
name contained the words “Office Cleaning,” there could have been no objection by the 
plaintiffs, because such a name could clearly be calculated to distinguish the business of the 
defendants from that of the plaintiffs.... The plaintiffs are not claiming a monopoly in 
the words “Office Cleaning” .... , they only claim to restrain the use of these words 
in combination with other words, so as to be calculated to deceive . 


Mr. Justice Morton then considered the evidence in the course of which two 
instances had been proved where persons had believed the defendants’ business to 
be that of the pliantiffs, and continued 


I am quite satisfied that by the year 1942 the name “Office Cleaning” had come to mean 
to a large number of persons in and outside the trade the plaintiff company. . . . The defend- 
ant was known as the “Westminster” and the plaintiff company as “Office Cleaning 
Services” .... I could not see any reason why the defendants should suddenly have dropped 
the use of the word “Westminster” in the advertisements, the advertisement being in the 
same paper as the Plaintiffs’ advertisement. . . . I am quite satisfied, that, having regard to 
all the surrounding circumstances, the use by the defendants of the trade-name “Office 
Cleaning Association” is extremely likely to cause confusion and deception among a sub- 
stantial number of persons and to damage the plaintiffs’ business. 


The Judge granted the injunction accordingly. 


II. The Fuel Economiser Case.” 


The plaintiffs, Plomien Fuel Economiser Co., Ltd., are manufacturers of a fuel 
economiser called “Plomien.”” The defendants, National School of Salesmanship, 
Ltd., has been found guilty by Mr. Justice Morton on February 18, 1941, to have 
been engaged in a deliberate attempt to deceive, by putting forward their economiser 
as being the same as the plaintiffs’, further to have represented that certain tests 
were tests in connection with the defendants’ economisers whereas in fact they 
were tests in connection with those of the plaintiffs. The enquiry as to the amount 
of damages had been entrusted to an Official Referee who assessed the damages at 


10. 60 R. P. C. 209. 
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£ 750 and Mr. Justice Morton made an Order accordingly (June 8, 1943). The 
defendants appealed alleging that there was no evidence before the Official Referee 
on which he could have based any figure of damage suffered and that there was 
no evidence of passing-off in fact. 

The Court of Appeal (Lord Greene, M.R., Luxmoore and Du Pacgq, L.L.J.) 
dismissed the appeal unanimously (July 27, 1943). “It is perfectly true,’ Lord 
Greene stated, “that there is no evidence that a single person who purchased an 
economiser from the defendants had ever heard of the plaintiffs; but in passing- 
off there is no necessity that the person who is deceived should have known the 
name of the person who complains of the passing-off. It is quite sufficient to con- 
stitute passing-off in fact, if a person being minded to obtain goods which are 
identified in his mind with a definite commercial source is led by false statements 
to accept goods coming from a different source. . . . The Court is entitled in a case 
like this to draw inferences from the action of the parties and the probable results 
that they would have. Otherwise the position of a plaintiff in a passing-off action 
would be a most difficult one. . . . It can not be the law that plaintiff should call 
every customer who purchased.” 


III. Cases relating to trade descriptions of goods. 


1 


1. The Eggstead case.* Under Section 2 (1) of the Merchandise Marks Act, 


1887, every person is guilty of a misdemeanour who “applies any false trade 
description to goods.” An information was preferred before the Justices against 


the British Doughnut Company, Ltd., on the ground that they applied a false trade 
description to their goods by printing on their packets an advertisement reading: 
“Contains dried egg (Foreign). Contents equivalent in use to 12 eggs.” The 
public analyst had found that one packet contained the equivalent in protein of one 
and a half shell egg. The Justices dismissed the information holding that the 
above words were a statement as to the value of the food in question and not a trade 
description. The Court (King’s Bench Division, Viscount Caldecote, L.C.J., and 
Atkinson, J.) allowed the appeal from this decision. The Court held that the words 
were, directly or indirectly, an indication as to the material of which the goods were 
composed and came, therefore, within the meaning of Sections 2 (1) and 3 (1) of 
the statute, as Section 3 (1) defines the expression “trade description” as “any 
description, statement or any other indication, direct or indirect as to the 
material of which any goods are composed.” 

2. The lemon cordial case.” Under Section 3 (1) of the Food and Drugs 
Act, 1938, every person is guilty of an offence “who sells to the prejudice of the 
purchaser any food or drug which is not of the nature, or not of the substance, or 
not of the quality, of the food or drug demanded by the purchaser.”” One Whittaker 
sold a beverage labelled “sweetened lemon flavouring cordial” which according to 
the evidence of the public analyst could not be termed a cordial as it contained neither 
alcohol nor sugar and, therefore, had no food value or restorative effect. The 


11. (1944) 1 K. B. 102; (1944) (AIL. E. R. 157, 7 November 30, 1943). 
12. Weekly Notes 1944, p. 42 (January 19, 1944). 
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Justices dismissed the information because they held that there was no evidence 
that, when an ordinary man purchased a beverage marked “‘Cordial’’ he meant to 
purchase a beverage which contained alcohol and sugar. The Court (King’s Bench 
Division, Lawrence, Lewis and Wrottesley, JJ.) allowed the appeal in this case 
too, stating that “in the absence of evidence to the contrary, the Justices should 
accept the statements of fact in the analyst’s evidence, including his expression of 
opinion therein.” 

3. The Orangette case. Concentrated Foods, Ltd., manufactured and sup- 
plied an article of food described “Orangette.” They had submitted the label to a 
public analyst who had approved the label and said that it was not objectionable. 
They were charged under Section 6 (1) of the Food and Drugs Act, 1938, with 
selling this beverage with a label calculated to mislead as to the nature, substance, 
and quality of the said food.* At the hearing before the Magistrates the public 
analyst (mentioned above) and another public analyst were heard. The latter 
gave it as his opinion that the label was objectionable on a variety of grounds, par- 
ticularly because the beverage in question was not a concentrated cordial essence. 
The Magistrates convicted the company, imposing a fine of £35. The company 
appealed. This appeal gave the Court (King’s Bench Division, Lawrence, Lewis 
and Wrottesley, JJ.) the opportunity of dealing with the task of public analysts 
in such cases. Two questions were at issue: 

(a) When the Magistrates preferred the evidence of the public analyst called 
by the prosecution was this a finding of fact? The Court answered this question 
in the affirmative and said that they could not intervene with a finding of fact. 

(b) Have the appellants discharged the onus which rested upon them under 
Section 6 (1) that ‘“‘they did not know, and could not with reasonable diligence ascer- 
tain,” that the label was calculated to mislead? The Court shared the opinion 
of the Magistrates that they had not discharged that onus and dismissed the appeal 
accordingly. 

Mr. Justice Wrottesley particularly dealt with the argument: what then could 
the company do but question a public analyst before using the label concerned? Mr. 
Justice Wrottesley remarked: “That evidence ... . seems to me both irrelevant 
and inadmissible, at least in examination in-chief. For that question as to whether 
the label was objectionable means, of course, whether it offended against the Act. 
That was a question not for any expert witness, but for the Court. This kind of 
argument is, in my judgment, founded on a misconception of the true scope and 
function of expert witnesses. Experts in these cases are, of course, chemists. They 
are there to inform the Court of the composition, of the subject-matter of the 
charge . .. . The question whether a label is calculated to mislead means calculated 
to mislead the public, not the qualified chemist, and so it is a question not for quali- 


13. (1944), 1 All. E. R. 272 (January 17, 1944) ; The Times, January 18, 1944. 

14. Section 6 (1) reads: “A person who gives with any food or drug sold by him a label, 
whether attached to or printed on the wrapper or container or not, which falsely describes that 
food or drug, or in otherwise calculated to mislead as to the nature, substance or quality, shall 
be guilty of an offence unless he proves that he had not known and could not with reasonable 
diligence have ascertained that the label was of such a character as aforesaid.” 





RECENT BRITISH DECISIONS 99 


fied chemists, but for the Court. Unfortunately, in these cases we find the manu- 
facturers are very prone to use phrases such as “concentrated,” “extract,” “essence,” 
“cordial’’—phrases which may well have a special meaning to the chemist... . 
But that is not the test. The test is what does the ordinary man understand by 
the language? Was he misled? Not whether the chemist was misled, but whether 
the ordinary man was misled.” 

4. I would like to mention in this connection a Statutory Rule and Order issued 
by the Board of Trade on March 20, 1943 (1943, No. 423) prohibiting except under 
a license to supply, offer to supply or advertise any price-controlled goods, not 
being utility goods, upon or in relation to which the word “utility,” or any word 
resembling that word, is used. This Order has the purpose to reserve the use 
of the description “utility” to so-called utility goods. Various other Statutory 
Rules and Orders prescribe that certain price-controlled utility goods have to be 
marked in a certain manner; the removal of this mark is likewise forbidden (e.g., 


the Utility Mark Directions Order No. 1012 of 1942). 


& 


To conclude this survey I would refer to a case’ which was primarily a Revenue 
case but might be of some interest also to the readers of the Trade-Mark Reporter as 
it concerns a restrictive covenant. The Magnesium Elektron, Ltd. (hereinafter 
referred to as “Elektron’”’) intended to produce chlorine by an electrolytic process 
which yielded caustic soda as a by-product. The I. C. I. did not wish to have 
“Elektron” as a competitor in the caustic soda market and started negotiations with 
the latter company which led to two agreements concluded in 1936. By the first 
agreement I. C. I. undertook to supply “Elektron” with their requirements in 
chlorine at a basic price over a period of 10 years. By the other agreement of the 
same date it was agreed that “Elektron” should refrain from manufacturing or being 
interested in the manufacture of chlorine or caustic soda and that I. C. I. should pay 
to them compensation at an agreed rate for the loss incurred as the result of their 
abstention from the manufacture of chlorine and caustic soda. The question was 
whether these payments receivable under the second agreement were trade receipts 
and, therefore, liable to income tax. The Court of Appeal (Lord Greene, M.R., 
MacKinnon and Goddard, L.L.J.) shared the opinion of the Court below that they 
were trade receipts and not capital payments because they had the nature of rebates 
in cases where I. C. I. were the suppliers, and of reimbursement of part of the 
price where outside suppliers provided the chlorine. 


15. (1944) 1 All E. R. 126 (December 17, 1943). 


NR 
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BILL TO BAR RED CROSS EMBLEM AS TRADE-MARK 


By G. A. Nichols* 


The chances are that within the next few weeks use of a red cross as a trade- 
mark will be made illegal in the U. S.—as it is now in various European coun- 
tries, including Germany. With this in view, a bill (S. 469) has been passed by the 
Senate and, as these words were written, was being considered by the House 
Committee on Foreign Affairs with the prospect that it would be quickly reported 
to the House and recommended for enactment. 

The bill provides that the American National Red Cross—also the Army and 
Navy sanitary and hospital authorities—‘shall have exclusive right to use . . . the 
emblem of the Greek red cross on a white ground and also the words ‘Red Cross’ 
and ‘Geneva Cross.’” It further specifies that neither the emblem nor the words 
may be used for commercial trade-mark purposes “‘or as an advertisement to induce 
the sale of any article whatsoever or for any business purpose.” 

There is so much hot news these days that this important measure has been 
largely overlooked, even by the general run of trade-mark owners. 

The bill is strictly an administration measure designed to implement the Geneva 
Convention of 1929, to which the United States was a signatory, forbidding the 
commercial use of the Red Cross insigne and pledging the various nations involved 
to enact the necessary laws to that end. The pending legislation resulted directly 
from a study made a couple of years ago by Sumner Welles, then Acting Secretary 
of State, at the personal request of President Roosevelt. On April 3, 1942, the 
President transmitted the report to Congress together with a suggested draft of the 
bill, which was introduced in both the House and Senate. Later on Secretary 
Cordell Hull also strongly endorsed the proposed measure, as did also the late Frank 
Knox, Secretary of the Navy; James V. Forrestal, present Secretary of the Navy; 
Secretary Stimson and Under Secretary Patterson; General Marshall, General 
Arnold and others. Hearings were held by the Senate Committee on the Judiciary 
and the House Committee on Foreign Affairs. 

The Senate got in its action first, passing S. 469 on January 19, this year. 
Senator Stewart of Tennessee asked for “a short delay” so that he might have 
an opportunity to study a proposed amendment offered by Senator Tydings of 
Maryland, providing that commercial users of the red cross symbol who deemed 
themselves injured by the law should have a right to appear before the Court of 
Claims and state their case. A few days later Senator Van Nuys of Indiana died. 
He had been chairman of the Judiciary Committee which had been considering 
the bill for almost two years, and also one of its most ardent supporters. Senator 
O’Mahoney, chairman of the Judiciary Sub-committee which had been conducting 
the hearings, then took charge. This development and various parliamentary 
considerations caused a longer delay than Senator Stewart had anticipated, with 
the result that it was April 24 before the Senate got around to the measure again. 


* Reprinted by special permission from Printers’ Ink of June 2, 1944. 
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At this time the Senate unexpectedly found itself involved in a long debate as to 
whether the bill should be reconsidered so that the Tydings amendment might be 
incorporated. By a vote of 38 to 28 the motion to reconsider was finally lost and 
S. 469 was sent to the House. 


Opposep BILL 


As was naturally to be expected, business organizations using the red cross 
in trade-marks went into action against the legislation soon after its introduction 
two years ago. The real opposition, however, came from Johnson & Johnson, 
sugical supplies, New Brunswick, N. J., which for many years has been using 
the red cross emblem as a trade-mark. Fortified by its absolute conviction that its 
red cross trade-mark was genuine property, worth millions of dollars, Johnson & 
Johnson really went to town and put up a fight the like of which has probably never 
been seen in trade-mark history. Going back into history hundreds of years, it 
produced data about the red cross which would be a welcome addition to any library. 
It was due to this skillfully conducted opposition that the measure was delayed 
for almost two years. 

The contest naturally centered around “equities of prior use of the Greek or 
Geneva Cross in red.”” These equities, the American Red Cross declares, rest with 
it—on the claim that there are no present commercial users in the United States 
whose use of the emblem antedates that of the organization, and that the American 
Red Cross or its predecessor societies have used the emblem since 1864. It seems 
that the American Red Cross Society of today is a direct descendant of the United 
States Sanitary Commission, which consisted of a mixed board of civilians and 
army officers, approved by President Lincoln on June 13, 1861. After the Civil 
War, the Commission was reorganized as the American Association for the Relief 
of Misery on Battlefields. It emblem was the Geneva Red Cross. In a pamphlet 
published in New York in 1866, the Association used a red Greek cross. 

In the 70’s, Clara Barton took on the Association, later reorganizing it as the 
Society of the Red Cross for the Relief of Suffering by War, Pestilence, Flood, 
Fire and other Calamities. In 1881, she incorporated the Red Cross Society under 
the laws of the District of Columbia and in 1888, as president of the American 
National Red Cross, she registered a trade-mark consisting of a Greek cross of 
red color. Thus, the Society traces its right to a Red Cross trade-mark as far 
back as 1864—also shows that the Red Cross and its predecessor societies have 
continuously used the emblem since Civil War days. 

From the very beginning, the Armed Forces and the Red Cross were in a strong 
position. In addition to all-out support from the Administration and a large 
majority of the general public, they could point to the generally recognized fact 
that the red cross emblem would not be particularly valuable as a trade-mark if, 
in the words of the late Senator Van Nuys, “It had not been for the long history 
of charity and humanitarianism built up around this traditional symbol.” 

On the other hand, the Johnson people contend that legitimate commercial use 
of a red Greek cross would not in any degree detract from the prestige or dignity 
of the American National Red Cross. In support of this argument, they go back as 
far as the eleventh century to show the multiplicity of uses to which the Greek red 
cross has been put. 





102 THIRTY-NINE TRADE-MARK BULLETIN 


Naturally enough, with its line of merchandise being what it is, Johnson & 
Johnson places much stress on the historical background of the symbol and its 
significance in the field of medicine as having been a symbol of hospitalization, 
medicine and surgery for a thousand years. As emphasizing that professional and 
trade use of the symbol is nothing new, the Johnson argument brings out the 
fact that England allowed the Commonalty of Barber-Surgeons to use it as early 
as 1589, some 300 years before the first Geneva Convention. 


MARK REPRESENTS PROPERTY 


The big point in the Johnson story, however, is that ever since the days of 
Seabury & Johnson, it has been building up invaluable prestige and good will for 
its merchandise, and all this is epitomized in and represented by its red cross trade- 
mark. Other trade-mark owners, and businessmen in general, will therefore look 
upon the Johnson & Johnson predicament with interest that is genuinely sym- 
pathetic. On the other hand, it could be said with perfect justice that this develop- 
ment has been under way for a number of years and it might be urged that Johnson 
& Johnson did not recognize or correctly interpret the handwriting on the wall. 
And now, when it emphasizes its conviction that its trade-mark represents actual 
property, it encounters difficulty with members of Congress. Touching upon this 
point in the Senate debate on April 24, Senator O’ Mahoney said: 


Mr. President: Sixty-two of the nations of the world have adhered to this (Geneva) 
Convention, and we are asked now to say that it is an invasion of private rights. I should 
say that the American Red Cross Society actually in its service upon the battlefield 
and elsewhere does more to ‘support private rights by its war against human suffering 
than all other private institutions and individuals combined. 


Johnson & Johnson contends that any legislation on the subject should either 
(1) preserve existing property by “grandfather” clause or (2) provide compensa- 
tion for private property taken for public use. Senator Tydings talked pretty much 
along the same line in the Senate last month while pushing his idea that all organiza- 
tions deprived of their trade-marks by S. 469 should be permitted to solicit com- 
pensation from the Court of Claims. Urging the intrinsic worth of long-established 
trade-marks, Senator Tydings made nineteen references to Printers’ Ink articles 
that have appeared during the last twenty-five years or so. Here are some figures 
which, he declared, represented trade-mark values: ‘Maxwell House Coffee,” 
bought by General Foods for $42,000,000; “Jell-O,” bought by General Foods for 
$35,000,000; ‘“‘Sun-Maid Raisins,” $5,600,000; “Calumet Baking Powder,” 
$32,000,000 ; ““Castoria,” $12,500,00. 

Backed up by these impressive statistics Senator Tydings insisted that trade- 
marks actually are true and genuine property. 

It has been said that Johnson & Johnson would be willing “to go along” with 
the present legislation if it could be allowed twenty-five years in which to make 
necessary readjustment of its affairs under another trade-mark. 

Meanwhile, here is a composite suggestion built out of expressions gained front 
various sources by this writer. Is it necessarily true, after all, that relinquishment 
of a red cross trade-mark need be disastrous to a manufacturer, large or small? 
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Isn’t it reasonable to suppose that an amicable surrendering of the trade-mark under 
present circumstances might bring to the manufacturer perhaps even more good 
will than he has now—especially if the sacrifice is properly publicized in a carefully 
thought out and executed advertising program ? 


TRADE-MARK DECISIONS IN COSTA RICA 


We are informed that the Ministry of Commerce in Costa Rica has recently 
rendered two important decisions on trade-marks. One of these decisions rendered 
on April 26, 1944, involved an opposition by Lederle Laboratories, Inc., owners 
of the trade-mark “Cerevim,” against an application for registration of “Cervital” 
by a local party. The American company had no registration for its trade-mark in 
Costa Rica and based the opposition on the ground of prior use. The patent office 
and, on appeal, the Ministry held that since the trade-mark ‘“‘Cerevin” was not reg- 
istered in Costa Rica it could not form the basis of an opposition. In other words, 
priority of application and not priority of use is the basis of ownership of a trade- 
mark in Costa Rica. In the past there have been decisions in Costa Rica where the 
owners of a well known trade-mark used but not registered in Costa Rica could 
oppose an infringing application. The present decision refused to follow these 
precedents. 

The second decision also dated April 26, 1944, is of particular importance to 
trade-mark owners who desire to register in Costa Rica a trade-mark which is 
not registered in their country of origin. In this case a Costa Rica attorney applied 
for registration of the trade-mark of an American company. In his application 
he explicitly stated that he “reserved the right to transfer the property in the trade- 
mark as soon as registration was granted.” The application was opposed by a sub- 
sequent foreign applicant for the same trade-mark. The opposer claimed that the 
attorney of the American applicant was not a manufacturer of the articles covered 
by the application and he had no right to register in Costa Rica. 

The Registrar and the Ministry on appeal dismissed the opposition. They held 
that the declaration made in the application by the attorney of the first applicant was 
neither unusual nor indispensable for the registration of the trade-mark in such 
attorney's name and that the procedure of the foreign owner of the trade-mark 
applying for registration in the name of his attorney was not unusual. The follow- 
ing portion of the decision is particularly interesting : 


Foreign manufacturers may not have been able for some reason to obtain registration 
in their country of origin, either because their mark may not be registrable in their country 
of origin or because it may not have been used for the term required by the foreign law; 
they may request their Costa Rican representative to register the trade-mark in his name 
which thereafter may be assigned to their owner. This is not in defraud of the law. The 
procedure is resorted to because our law requires production of a certified copy of a home 
registration and this requirement can not be complied with for reasons beyond the will 
of the owner. The requirement tends to disappear in modern legislations as it constitutes 
an obstacle to the efficacious protection of legitimate rights. 


The decision further added that: 
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The Registrar of Trade-Marks could not be indifferent to this situation since his 
primary function was to protect the person who bona fide has the right to the mark. If 
the procedure should be abused with a view to despoiling the lawful proprietor of his rights 
in the trade-mark or if the trade-mark is well known in Costa Rica as the mark of another 
person, the Registrar has the obligation to deny the application. 


The result of this decision is that American trade-mark owners, bona fide the 
owners of a trade-mark for which they have no United States registration may 
register in Costa Rica by causing application to be filed in the name of their repre- 
sentative or attorney and have the registration assigned to them after it was granted. 
The trade-mark owners should, however, take good care to entrust the filing to a 
person of good faith who may be relied upon to assign the registration to them after 
it has been granted. 


GENERAL INTER-AMERICAN CONVENTION FOR TRADE-MARK 
AND COMMERCIAL PROTECTION 


We are informed by the State Department that Paraguay on March 1, 1944, 
deposited its instrument of ratification of the above convention. As is well known, 
this convention was signed at Washington on February 20, 1929, and is the most 
complete treaty arrangement concluded between the American Republics for the 
protection of trade-marks and trade-names and the suppression of unfair competi- 
tion. 

The following ten republics have ratified and are party to the above convention : 
Colombia, Cuba, Guatemala, Haiti, Honduras, Nicaragua, Panama, Paraguay, 
Peru and the United States of America. 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, May, 1942 and the June, 1943, Reporter, delivered in 
condition for binding ; for two copies of the 1940, Index, 50 cents each. 


For Sale: War Measures Relating to Industrial Property (Supplement to 
the January, 1944, issue), $0.75. 


Amdur’s “Outline of Trade-Mark Law,” paper, $0.75, postpaid. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirtH AVENUE, 
New York 18, N. Y. 








